Remarks 

Status Of The Claims 

Claims 1-2 are currently amended. 
Claims 22 and 23 are new. 
Claims 1-3, 22 5 and 23 are pending. 

New claims 22 and 23 are supported by the specification and are alternate forms of 
claims 2 and 3. 

Response To Priority 

The Examiner states that a reference to the prior application No. 09/682,597 filed 
September 25, 2001 is not disclosed in the specification. In response, Applicants amend the 
specification to refer to prior application No. 09/682,597 filed September 25, 2001. Applicants 
would also like to point out that a reference to said prior application was previously submitted 
within the time period set forth in 37 CFR § 1.78(a)(2)(ii) in a preliminary amendment filed 
December 4, 2003. The information concerning the benefit claim was recognized by the Patent 
and Trademark Office as shown by its inclusion on the first filing receipt, a copy of which is 
attached herewith. Therefore, the amendment to the specification filed in this response is 
sufficient to allow the current application to claim benefit from application No. 09/682,597. 

Response To Claim Objections 

Claim 1 is objected to because of (1) the typographical error "rise" at line 5; and (2) the 
recitation "plants" at steps 4 and 5 of the claimed method, which is not in number agreement 
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with "plant" at step 3. In response, Applicants amend claim 1 to replace "rise" with "rice" and to 
amend step 3 to read "a wheat plant or wheat plants" as suggested by the Examiner. 

Claim Rejections - 35 U.S.C $ 112 (indefinite) 

Claim 3 is rejected under 35 U.S.C. § 1 12 as being indefinite. The Examiner states that it 
is unclear if the progeny seeds comprise the DNA construct or if the claim encompasses non- 
transgenic seeds. Claim 3 is amended to recite the phrase "wherein said seed comprises the 
construct of claim 1." 

Claim 3 is also rejected under 35 U.S.C. § 1 12 as being indefinite because the limitation 
"The progeny seeds" lacks proper antecedent basis in claim 2. The claim is amended to read "A 
seed of in lieu of "The progeny seeds." 

Claim Rejections - 35 U.S.C. § 103 

Claims 1-3 are rejected under 35 U.S.C. § 103(a) as being obvious over Anderson etal. 
(U.S. Patent No. 6,645,765). The applied reference has a common inventor and assignee with 
the instant application. In response, Applicants submit a statement pursuant to MPEP 
§ 706.02(1)(1) and § 706.02(1)(2) to disqualify U.S. Patent No. 6,645,765 under 35 U.S.C. 
§ 103(c) as prior art in a rejection under 35 U.S.C. § 103(a). 

35 U.S.C. § 103(c)(1) states "subject matter developed by another person, which qualifies 
as prior art under ... (e) ... of section 102 of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention were, at the time the claimed 
invention was made, owned by the same person or subject to an obligation of assignment to the 
same person." 
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Applicants submit herewith a statement in accordance with MPEP § 706.02(1)(2)(II) 
stating that the instant application and U.S. Patent No. 6,645,765 were commonly owned by 
Monsanto Technology LLC at the time the claimed invention was made. Also in accordance 
with MPEP § 706.02(1)(2)(II), this statement alone is sufficient evidence to disqualify U.S. 
Patent No. 6,645,765 from being used in a rejection under 35 U.S.C. § 103(a) against the claims 
of Application Serial No. 10/727,423. 

Claims 1-3 are also rejected under 35 U.S.C. § 103(a) as being unpatentable over Zhou 
etctl. {Plant Cell Reports 15:159-163, 1995) in view of Lundquist et al. (U.S. Patent 
No. 5,990,390) and Brown et al (WO 99/46396). According to the Examiner, it would have 
been obvious to "modify the teachings of Zhou et al. to make a glyphosate tolerant transgenic 
wheat plant using a DNA construct comprising said first and said second expression cassette as 
taught by Lundquist et aL and Brown et al, respectively." 

Applicants respectfully disagree. None of the references cited by the Examiner teach or 
suggest the combination of the elements of the DNA construct of the present invention to obtain 
increased tolerance to glyphosate. Although Brown et al disclose the second expression cassette 
in Figure 6A, Brown et al. do not teach to combine said second expression cassette with another 
cassette so as to increase tolerance to glyphosate. In fact, Brown etal. teach that the 
combination of two cassettes serves to inhibit the expression of one of the cassettes by the other 
(see page 15, lines 1-4, and lines 15-17). 

The current invention teaches that transgenic wheat plants transformed with a construct 
having two expression cassettes are superior in tolerating glyphosate as compared to plants 
transformed with a construct of a single expression cassette (see present specification at 
page 16). In the current invention, the effects of the first and second expression cassettes are 
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incremental. For example, Table 1 provides a comparison of the efficacy between single and 
double expression cassettes in conferring glyphosate tolerance in wheat plants. According to 
Table 1 5 pMON42411 and pMON30167 (constructs with a single expression cassette) produce 
fewer events with vegetative and/or reproductive tolerance than the double expression construct, 
pMON30139. In contrast, Brown et al. teach how to negate the effect of the first cassette by the 
second cassette. Thus, according to Brown et al, the effect produced by combining the first and 
second expression cassettes is regressive, not cumulative. 

In view of the foregoing argument, Applicants request that the rejection of claims 1-3 
under 35 U.S.C. § 103(a) be withdrawn. 



A request for a three-month extension of time and the authorization for the associated fee 
are filed concurrently with this paper. In addition, the Commissioner is hereby authorized to 
deduct any additional fees under 37 C.F.R. §§ 1.16 to 1.21 relating to the enclosed materials, 
from Deposit Account 08-3038/1 1898.0226.DVUS00. 



Fees 
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